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1. REAL PARTY IN INTEREST 

The real party in interest of the present patent application is the inventor and 
owner, Tony Reid. 

2. RELATED APPEALS AND INTERFERENCES 

In a previous appeal regarding this application, the Board of Patent Appeals and 
Interferences affirmed the obviousness rejection of claims that were substantively different from 
those currently pending. See Ex parte Reid Decision ("Decision") mailed January 8, 2007 at 1 . 

3. STATUS OF CLAIMS 

Claims 1-10 stand finally rejected and are the subject of this appeal. 

4. STATUS OF AMENDMENTS 

Claim amendments filed August 23, 2007 have been entered. 
The Claims Appendix attached hereto presents a proposed amendment to claim 5 
merely to correct a typographical error. 

5. SUMMARY OF CLAIMED SUBJECT MATTER 

Embodiments of the invention provide systems, methods, and apparatus to relieve 
swelling in limbs. Embodiments of the invention are particularly useful for applying variegated 
pressure along the full length of a patient's limb to reduce swelling due to lymphedema, edema, 
and other swelling disorders such as venous insufficiency. See the published specification at, 
inter alia, paragraphs [0032] and [0057]. 

Independent claim 1 is directed to a system for applying pressure to a body limb, 
the system comprising a first sleeve and a second sleeve. The first sleeve has a foam lining and 
slides over the full length of the limb. The second sleeve is the same length as the first sleeve 
and slides over the full length of the first sleeve to apply additional inward pressure along the 
length of the limb. 
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Independent claim 5 is directed to a system for applying pressure to an arm, the 
system comprising an inner therapeutic pressure sleeve and at least one second sleeve. The 
therapeutic pressure sleeve has a ridged inner surface and slides over the entire length of the arm 
from the shoulder to the wrist. The second sleeve is the same length as the therapeutic pressure 
sleeve and slides over the entire length of the therapeutic pressure sleeve to apply additional 
inward pressure on the arm. 

Support for claims 1 and 5 can be found in the published specification at, inter 
alia, paragraphs [0052]-[0053], [0057]-[0059], and Fig. 2A. 

6. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-10 stand rejected under 35 U.S.C. § 103(a) as obvious in view of U.S. 
Patent 814,795 ("Myers") and U.S. Patent 5,171,211 ("Deasy"). Appellants appeal the rejection 
of these claims collectively, as described in detail below. 

7. ARGUMENT 

A. Obviousness 

1. Applicable Law of Obviousness 

To establish prima facie obviousness, the prior art references, when combined, 
(1) must teach or suggest all the claim limitations; (2) there must be some suggestion or 
motivation to combine the reference teachings; and (3) there must be a reasonable expectation of 
success. M.P.E.P. § 2143. 

Regarding the motivation to combine, although there must be some teaching in 
the prior art that would motivate a person of ordinary skill to combine the references, the 
teaching need not be expressly stated in one or all of the cited references. See KSR Int'l v. 

Teleflex, Inc., 550 U.S. , 14-15 (2007). However, in combining or modifying the cited 

references, the combination or modification cannot render the disclosed device inoperable: "[I]f 
the proposed modification would render the prior art invention being modified unsatisfactory for 
its intended purpose, then there is no suggestion or motivation to make the proposed 
modification." M.P.E.P. § 2143.01. 
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2. Independent claims 1 and 5 are not obvious in view of Myers and 
Deasy. 

The Final Office Action asserted that claims 1-10 are obvious in view of Myers 
and Deasy. The Final Office Action stated that Myers discloses a first sleeve having a foam 
lining with ridges and a second sleeve to be slid over the first sleeve to apply additional inward 
pressure. Final Office Action dated October 30, 2007 at 2. The Final Office Action recognized, 
however, that Myers does not teach or suggest a second sleeve having the same length as the first 
sleeve as presently claimed. Id. For this limitation, the Final Office Action relied on Deasy Fig. 
7, which according to the Patent Office, depicts "a second sleeve 46 configured to be slid over 
substantially the entire length of the first sleeve." Id. at 2-3; see also Decision at 6-7. The Final 
Office Action concluded that "since Deasy already teaches that the second sleeve is configured 
to be slid over most of the length of the first sleeve (best seen in fig. 7), therefore it would have 
been an obvious matter of design choice to modify the size of the second sleeve of Myers to be 
the same length as the first sleeve." Final Office Action dated October 30, 2007 at 3. Appellants 
disagree. 

In the present application, each of independent claims 1 and 5 requires a second 
sleeve having the same length as the first sleeve or therapeutic pressure sleeve. None of the cited 
references, even when combined, teach or suggest this limitation. 

Myers discloses an elastic bandage having "a series of outer encircling bands, 
which may be either be integral or separately applied in order to give greater compression than 
the bandage alone at any desired point." Col. 1, lines 42-46, Fig. 1. However, each outer 
encircling band is depicted as applying pressure to only a narrow point on the limb, rather than 
along the entire length of the bandage. Accordingly, the Final Office Action acknowledged that 
Myers does not teach or suggest a second sleeve having the same length as the first sleeve. Final 
Office Action dated October 30, 2007 at 2. 

The Patent Office improperly relied on Deasy to overcome the deficiency of 
Myers. However, Deasy does not teach or suggest a second sleeve having the same length as the 
first sleeve. Deasy discloses an elastic garment that includes a coat-like portion 16 and tubular 



Page 5 of 14 



U.S. Pat. Appl. No. 1 0/725,837 PATENT 
Appeal Brief dated March 26, 2008 Attorney Docket No. 017622-000130US 

Page 6 

arm portions 18 depicted in Fig. 5. The coat-like portion "includes a pair of integral sleeves 46 
which are adapted to extend beyond or below the elbow joints 48 of a user." Col. 4, lines 11-15. 
The tubular arm portions have a length "such as to extend from the wrist of a user up beyond the 
elbow joint 48 so as to form an overlap with the sleeves 46 of the coat-like portion." Col. 4, lines 
30-34. Fig. 7 depicts the overlapping integral sleeve and tubular arm portion. As shown, the 
Deasy garment covers the user's arm in three sections: (1) from the shoulder toward the elbow, 
the arm is covered only by the integral sleeve, (2) over the elbow joint, the arm is covered by 
both the integral sleeve and the tubular arm portion, and (3) from the wrist toward the elbow, the 
arm is covered only by the tubular arm portion. The integral sleeves and tubular arm portions 
also feature enlarged beads along the edges that "in effect act like a garter in compressing the 
body part of the user immediately beneath the bead." Col. 4, lines 49-53. Fig. 7 shows the 
enlarged beads above and below the elbow joint. 

Nothing in Deasy teaches or suggests that the tubular arm portion may extend 
from the wrist all the way up to the shoulder. Similarly, nothing in Deasy teaches or suggests 
that the integral sleeve may extend from the shoulder all the way down to the wrist. To the 
contrary, the sole independent claim recites that "the component parts are adapted to overlap 
only at said joint" of a user's body. Claim 1 (emphasis added). The garment is claimed as 
having one component positioned " immediately above and across a joint," and another 
component positioned " immediately below and across said joint." Claim 1 (emphasis added). 
Because Deasy explicitly teaches a second sleeve that only partially overlaps the first sleeve, 
Deasy cannot be relied upon for teaching a second sleeve that overlaps the entire length of the 
first sleeve as presently claimed. 

Moreover, if Deasy were modified by extending the sleeves to completely 
overlap, the modification would render Deasy unsatisfactory for its intended purposes. Deasy 
discloses that a significant advantage of the garment is the ability "to be easily put on." Col. 2, 
line 17. If Deasy were modified by extending the sleeves to completely overlap, the garment 
would be increasingly difficult to take on and take off because of the increased friction between 
the sleeves. Deasy also discloses that the garment provides beneficial circulatory effects due to 
the enlarged beads formed from the edges of the garment components. The beads create "a 



Page 6 of 14 



U.S. Pat. Appl. No. 10/725,837 PATENT 
Appeal Brief dated March 26, 2008 Attorney Docket No. 01 7622-0001 30US 

Page 7 

garter effect at locations above and below the knee joints and the elbow joints [which] provides 
anatomical reactions which improve the therapeutic and other benefits of the garment." Col. 5, 
lines 1-9. If Deasy were modified by extending the sleeves to completely overlap along the 
length of the arm, the enlarged beads formed from the edges of the components would be 
positioned at the wrist and shoulder, rather than above and below the elbow joint. Any 
circulatory benefits of the Deasy garment might be lost by the modification. Because an 
obviousness rejection cannot be based on a modification that would render the disclosed 
apparatus unsatisfactory for its intended purpose, the outstanding obviousness rejection in this 
case cannot rely on modifying Deasy by extending the sleeves to completely overlap. See In re 
Gordon, 733 F.2d 900 (Fed. Cir. 1984). Such a modification would render the Deasy garment 
unsatisfactory for both stated purposes. 

Thus, contrary to the Final Office Action, Deasy does not teach or suggest a 
second sleeve configured to be slid over the entire length of the first sleeve. One of ordinary 
skill in the art would not have modified Deasy in a way that (1) directly contradicts its disclosure 
that the sleeves should overlap only at the joint, and (2) renders the Deasy garment unsatisfactory 
for its intended purposes. Because the cited references, even in combination, do not teach or 
suggest every limitation of the claims, the Patent Office has not set forth a prima facie case of 
obviousness. Appellants respectfully request reconsideration and withdrawal of the rejection. 

3. Dependent claims 2-4 and 6-10 are likewise not obvious. 

Each of the dependent claims 2-4 and 6-10 include the limitations of the 
independent claims. Thus, because Myers and Deasy fail to teach or suggest every limitation of 
the independent claims, the cited references likewise fail to teach or suggest every limitation of 
the dependent claims. For at least the reasons detailed above, Myers and Deasy fail to render 
obvious dependent claims 2-4 and 6-10. 

4. Criticality 

The Final Office Action asserted that the specification describes alternative 
embodiments that are not encompassed by the pending claims. Final Office Action dated 
October 20, 2007 at 3-4. In particular, Fig. 6 depicts an embodiment having a second sleeve 
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shorter than the first sleeve. See also published specification at paragraph [0063]. The Final 

Office Action asserted: 

Therefore, absent a teaching as to criticality that the second sleeve 
being configured to be slid wholly over the entire length of the first 
sleeve, this particular arrangement is deemed to have been known 
by those skilled in the art since the instant specification and 
evidence of record fail to attribute any significance (novel or 
unexpected results) to a particular arrangement. Final Office 
Action dated October 20, 2007 at 4 (emphasis in original). 

Appellants disagree that a showing of criticality is required. Appellants are 

entitled to present claims directed to one or more particular embodiments. See, e.g., M.P.E.P. § 

806.04(e) ("The scope of a claim may be limited to a single disclosed embodiment."). 

Particularly in this instance, where other related patents may claim alternative embodiments, 

Appellants are not required to draft claims that encompass the entire teaching of the 

specification. In fact, the specification of any patent application is likely to disclose both subject 

matter known in the prior art as well as novel subject matter. See, e.g., M.P.E.P. § 608.01(c)(2) 

(The specification may include a background "paragraph(s) describing to the extent practical the 

state of the prior art."). That the specification may describe an unclaimed feature that was 

known in the prior art does not destroy the patentability of the pending claims directed to a novel 

embodiment. 

5. The Board's previous Decision considered substantively different 
claims. 

In a previous appeal regarding this application, the Board of Patent Appeals and 
Interferences ("Board") affirmed the obviousness rejection of claims that were substantively 
different from those currently pending. See Decision mailed January 8, 2007. The previously 
pending claims recited, in part, "a second sleeve configured to be slid over substantially the 
entire length of the first sleeve." See Appendix A of Appeal Brief filed August 26, 2005 
(emphasis added). 

The Board found that "substantially" means "largely" or "approximately" rather 
than "perfectly." Decision at 5. The Board stated: "There is nothing in the specification of the 
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present application that clearly and unmistakable limits claim 1 or claim 5 to the embodiment 
illustrated in Figs. 1, 2A and 2B." Id. The Board held that because Fig. 7 of Deasy illustrated a 
sleeve that "overlaps significantly more than half of the length of the arm portion 1 8 in a region 
extending from well above the elbow to well below the elbow of the user," Deasy satisfied the 
limitation of "configured to be slid over substantially the entire length of the first sleeve [TPS]." 
Id. at 6-7. 

Because the claims now facing the Board are substantively different from those 
previously presented to the Board, the previous Decision does not direct the outcome of the 
present appeal. Notably, the previous claims recited a substantial overlap, whereas the currently 
pending claims recite a second sleeve "configured to be slid wholly over the entire length of the 
first sleeve." If any instruction is to be gleaned from the previous Decision, it is that the outcome 
might have been different if claims 1 or 5 were limited to the embodiments illustrated in Figs. 1, 
2 A, and 2B. See Decision at 5. The claims have been amended to include precisely such a 
limitation. The claims are now directed to a second sleeve wholly overlapping the entire length 
of the first sleeve. The cited references disclose a second sleeve that only substantially overlaps 
the first sleeve. As the Board recognized, "wholly" and "substantially" are not identical in 
meaning. Id. Thus, even if the cited references teach or suggest substantially overlapping 
sleeves, such a holding does not mean that the cited reference teach or suggest wholly 
overlapping sleeves. As described in detail above, the cited references do not in fact teach this 
limitation. 
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8. CONCLUSION 



For these reasons, it is respectfully submitted that the rejection should be 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, Eighth Floor 
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reversed. 



Respectfully submitted, 



Date: March 26, 2008 




Dana Buschmann 
Reg. No. 54,567 
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9. CLAIMS APPENDIX 

1 . (Previously presented) A system for applying pressure to a body limb, 
said system comprising: 

a first sleeve comprising a cylindrical body open at both ends, having a foam 
lining, and being configured to be slid over the full length of the limb and to apply an inward 
pressure onto the limb; and 

a second sleeve comprising a cylindrical body open at both ends and being 
configured to be slid wholly over the entire length of the first sleeve such that the second sleeve 
will have the same length as the first sleeve and will apply additional inward pressure along the 
full length of the limb when the second sleeve is in place over the first sleeve. 

2. (Original) A system as in claim 1, wherein at least the first sleeve has an 
outer surface with a low coefficient of friction. 

3. (Previously presented) A system as in claim 2, wherein at least the second 
sleeve consists essentially of thin fabric sleeves. 

4. (Previously presented) A system as in claim 3, wherein each of the 
sleeves independently provides an inward pressure in the range from 5 mmHg to 30 mmHg. 

5. (Currently amended) A system for applying pressure to an arm, said 
system comprising: 

an innermost therapeutic pressure sleeve (TPS) comprising a cylindrical body 
open at both ends having ridges formed over an inner surface and configured to be slid over the 
entire length of the arm from the shoulder to the wrist and to apply an inward pressure thereon; 
and 

at least a second sleeve comprising a cylindrical body open at both ends being 
configured to be slid wholly over the entire length of the TPS such that the second sleeve will 
have the same length as the first sle e v e therapeutic pressure sleeve and will apply additional 
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inward pressure onto the limb when the second sleeve is in place over the first sleeve therapeutic 
pressure sleeve . 

6. (Previously presented) A system as in claim 5, wherein the TPS has an 
outer surface with a low coefficient of friction. 

7. (Original) A system as in claim 6, further comprising at least a third 
sleeve configured to be slid over the second sleeve to apply additional inward pressure onto the 
limb. 

8. (Previously presented) A system as in claim 7, wherein the second and 
third sleeves consist essentially of thin fabric sleeves. 

9. (Previously presented) A system as in claim 8, wherein each of the TPS 
and sleeves independently provide an inward pressure in the range from 5 mmHg to 30 mmHg 
when placed over the arm. 

10. (Previously presented) A system as in claim 1 , wherein the first sleeve is 
configured to cover an arm from the wrist to near the shoulder. 
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10. EVIDENCE APPENDIX 

None. 
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11. RELATED PROCEEDINGS APPENDIX 

None. 
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